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□ This report is also accompanied by ANNEXES, i.e., sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority (see 
Rule 70. 16 and Section 607 of the Administrative Instructions under the PCT). 



These annexes consist of a total of 



sheets. 



This report contains indications relating to the following items: 
Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the international application 
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Name and mailing address of the IPEA/JP 
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Authorized officer 
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Form PCT/IPEA/409 (cover sheet) (July 1998) 



emational application No. 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT I PCT/JP00/065 1 2 



I. Basis of the report 



1 . With regard to the elements of the international application:* 
[X] the international application as originally filed 

| | the description: 

pages , as originally filed 

pages , filed with the demand 

pages , filed with the letter of 



f | the claims: 

pages , as originally filed 

pages , as amended (together with any statement under Article 1 9 

pages , filed with the demand 

P a S es , filed with the letter of 

| 1 the drawings: 

pages > ^ originally filed 

pages j filed with the demand 

P a 8 es , filed with the letter of 

tne sequence listing part of the description: 

P a & es , as originally filed 

P a S es , filed with the demand 

P a g es , filed with the letter of 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the language in which 
the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language which is: 

□ 

the language of a translation furnished for the purposes of international search (under Rule 23. 1(b)). 

□ 

the language of publication of the international application (under Rule 48.3(b)). 

the language of the translation furnished for the purposes of international preliminary examination (under Rule 55.2 and/ 
or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
preliminary examination was carried out on the basis of the sequence listing: 

□ 

contained in the international application in written form. 

□ 

filed together with the international application in computer readable form. 
□ furnished subsequently to this Authority in written form. 

□ 

furnished subsequently to this Authority in computer readable form. 

The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

The statement that the information recorded in computer readable form is identical to the written sequence listing has 



been furnished. 



□ 



The amendments have resulted in the cancellation of: 

□ 

the description, pages 

the claims, Nos. 

the drawings, sheets/fig 



5 I I ThiS report has been estaDnsned as if (some of) the amendments had not been made, since they have been considered to go 
— beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

* Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article 14 are referred to 
in this report as "originally filed" and are not annexed to this report since they do not contain amendments (Rule 70.16 
and 70. 17). 

** Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this report. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 


1 . Statement 






Novelty (N) 


Claims 


1-17 YES 




Claims 


NO 


Inventive step (IS) 


Claims 


15, 16 YES 




Claims 


1-14, 17 NO 


Industrial applicability (IA) 


Claims 


1-17 YES 




Claims 


NO 


2 . C itations and explanations 



Document 1: Isao Shimamoto, Takuji Sasaki, "Saibou 

Kougaku Bessatsu, Shokubutsu Saibou Kougaku 
Series 7: Shinpan Shokubutsu no PCR Jikken 
Protocol; Kakusan no Tanrihou to Genome 
Idenshi Hatsugen no Saishin Kaisekihou", 
Kabushiki Kaisha Shujunsha, 01 July, 1997, 
the 1st printing and issue, pp. 182 to 189; 
publisher's inscription at the end of the 
book; page 184, lines 22 to 30,, column 
"Kigu^Souchi" , "Mini Gel Denki Eidou Souchi 
(Advance ; Mupid-2 ) 11 ; 
Page 186, Fig. 2 shows a gel plate that has used 

Applied Biosystems 373A DNA sequencers. 



Document 2: JP, 09-043196, A (Japan as represented by the 
Director General of Agriculture, Forestry and 
Fisheries National Institute of 
Agrobiological Resources) , February 14, 1997 
(14.02.97), Fig. 1, (Family: none) 



Document 3: JP, 08-166370, A (Norifumi Hirota) , June 25, 
1996 (25.06.96), [0010]; Fig. 2, (Family: 
none) 
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Document 4: US, 5051162, A (Hitachi, Ltd.), September 24, 
1991 (24.09.91), Fig. 1 & JP, 08-251988, A & 
DE, 4011779, A 
Column 4, lines 51 to 61 indicate that the DNA of 30 

samples can be analysed using 300 mm X 200 mm of gel. 

Document 5: Electrophoresis, 14(7), pp. 566 to 569 (1993) 

Document 5 discloses the feature of carrying out 
argentation on the DNA band and of detecting the 
polymorphism of the gene using a discontinuous buffer in 
polyacrylamide gel electrophoresis . 

Document 6: Electrophoresis, 16(3), pp. 345 to 349 (1995) 

Document 6 indicates that in a discontinuous buffer 
system the width of the DNA band becomes smaller and the 
resolution increases . 

Document 7: Applied and Environmental Microbiology, 



Page 2949, right column, lines 28 to 43 and Fig. 2 
indicate that by using a gel containing a modifier that is 
formamde, the resolution of the band can be increased. 

Document 8: Electrophoresis, 20(6), pp. 1177 to 1185, 
(June 1999) 

Document 8 discloses a heteroduplex method used in the 
analysis of polymorphism (See the abstract section) . 

(1) Claim 1 

When comparing the invention disclosed in Claim 1 with 
the invention disclosed in Document 4, the invention 
disclosed in Claim 1 is able to carry out the 
electrophoresis of 32 samples or more simultaneously on a 
single sheet of a gel plate, whereas the invention 
disclosed in Document 4 is able to carry out the 



62(8), pp. 2947 to 2951 (1996) 
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electrophoresis of 30 samples simultaneously on a single 
sheet of a gel plate and in this sense the inventions 
differ. 

However, a person skilled in the art would be able to 
determine the number of samples appropriately by altering 
the width and the intervals of the lanes as a matter of 
design . 

Therefore, the invention disclosed in Claim 1 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(2) Claim 2 

In addition to the reasoning given in section (1) 
above, an electrophoresis method for nucleic acid using a 
discontinuous buffer-type gel is a known method, as 
described in Documents 5 and 6. 

Therefore, the invention disclosed in Claim 2 could be 
easily derived from the invention of Document 4 and this 
known method and thus, does not involve an inventive step. 

(3) Claim 3 

In addition to the reasoning given in section (1) 
above, the feature of analysing a nucleic acid sample by 
making it into a single strand using a modifying process 
is an analysing method which was sufficiently common 
practice prior to the present application so that there is 
no need to give examples. 

Therefore, the invention disclosed in Claim 3 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(4) Claim 4 

In addition to the reasoning given in section (1) 
above, the feature of carrying out argentation or 
f luorochroming on a nucleic acid band is merely a method 
Form PCT/IPEA/409 (Box V) (January 1994) — — ~- 
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I ^irrational application No. 
CT/JP 00/06512 



of chromatography for which there is no need to give 
examples . 

Therefore, the invention disclosed in Claim 4 could be 
easily derived from the invention of Document 4 and thus, 



(5) Claim 5 

In addition to the reasoning given in section (1) 
above, the feature of using electrophoresis in genome 
polymorphism is common practice. 

Therefore, the invention disclosed in Claim 5 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step, 

(6) Claim 6 

In addition to the reasoning given in section (3) 
above, Document 7 discloses the use of a modifying gel in 
polymorphic analysis. 

Therefore, the invention disclosed in Claim 6 could be 
easily derived from the inventions of Document 4 and 
Document 7 and thus, does not involve an inventive step. 

(7) Claim 7 

In addition to the reasoning given in section (5) 
above, polymorphic analysis using the AFLP method was 
known prior to the present application, as described in 
Document 1 . 

Therefore, the invention disclosed in Claim 7 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(8) Claim 8 

In addition to the reasoning given in section (5) 
above, polymorphic analysis using heteroduplex DNA was 
known prior to the present application, as described in 



does not involve an inventive step. 
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Document 8. 

Therefore, the invention disclosed in Claim 8 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(9) Claim 9 

In addition to the reasoning given in section (5) 
above, in polymorphic analysis isolating a DNA fragment 
that shows polymorphism from a gel and further analysing 
it, is sufficiently common practice in this field that 
there is no need to give examples. 

Therefore, the invention disclosed in Claim 9 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(10) Claim 10 

For the same reason as that given in section (9) 
above, Claim 10 does not involve an inventive step. 

Claim 10 uses the phrase "isolated using the method 
disclosed in Claim 9" to specify the DNA showing 
polymorphism. However, just because the DNA showing 
polymorphism was obtained using the method of Claim 9 does 
not give it particular qualities, structures or properties 
in comparison with DNA showing polymorphism which is 
obtained using any other method. 

(11) Claim 11 

In addition to the reasoning given in section (5) 
above, carrying out gene analysis using the 
electrophoresis of a nucleic acid is sufficiently common 
practice that there is no need to give examples. 

Therefore, the invention disclosed in Claim 11 could 
be easily derived from the invention of Document 4 and 
thus, does not involve an inventive step. 
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(12) Claim 12 

In addition to the reasoning given in section (11) 
above, F2, RI and QTL are commonly the object of gene 
analysis . 

Therefore, the invention disclosed in Claim 12 could 
be easily derived from the invention of Document 4 and 
thus, does not involve an inventive step. 

(13) Claims 13 and 14 

In addition to the reasoning given in section (5) 
above, the fact that the polymorphism of DNA is an 
effective marker is sufficiently well known so that there 
is no need to give examples and various DNA maps have bee: 
prepared. 

Therefore, the invention disclosed in Claim 13 and 14 
could be easily derived from the invention of Document 4 
and thus, does not involve an inventive step. 

(14) Claims 15 and 16 

The feature wherein numbers are given to the plate of 
a sub-library as three-dimensional co-ordinates and the 
clone is selected from the sub-library is not disclosed ir 
any of the above-mentioned documents. Therefore, the 
invention disclosed in Claim 15 and the invention 
disclosed in the dependent claim of Claim 15 involve an 
inventive step. 

(15) Claim 17 

Claim 17 does not involve an inventive step for the 
same reasoning given in section (1) above. 
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ational application No. 

PCT/JP00/06512 



1. Basis of the report 



1. With regard to the elements of the international application:* 
|^| the international application as originally filed 

| | the description: 

pages 

pages 

pages 



, as originally filed 

, filed with the demand 



, filed with the letter of 



□ 



the claims: 
pages 

pages ^ 

pages 

pages 



. , as originally filed 

, as amended (together with any statement under Article 19 
, filed with the demand 



filed with the letter of 



□ 



the drawings: 

pages 

pages 

pages 



_ , as originally filed 
filed with the demand 



filed with the letter of 



P~| the sequence listing part of the description: 

pages 

pages 

pages . 



, as originally filed 

m , filed with the demand 



_, filed with the letter of 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the language in which 
the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language which is* 

the language of a translation furnished for the purposes of international search (under Rule 23.1(b)). 

□ 

the language of publication of the international application (under Rule 48.3(b)). 

the language of the translation furnished for the purposes of international preliminary examination (under Rule 55.2 and/ 
or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
preliminary examination was carried out on the basis of the sequence listing: 

□ 

contained in the international application in written form. 
□ filed together with the international application in computer readable form. 

□ 

furnished subsequently to this Authority in written form, 
furnished subsequently to this Authority in computer readable form. 

The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

O The statement that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 

The amendments have resulted in the cancellation of: 

□ 

the description, pages 

the claims, Nos. 

the drawings, sheets/fig 

5 I 1 This report has been established as if (some of) the amendments had not been made, since they have been considered to go 
— beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

* Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article 14 are referred to 
in this report as "originally filed" and are not annexed to this report since thev do not contain amendments (Rule 70. J 6 
and 70. 17). ' 

! Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this report. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

1 . Statement 

Novelty (N) 

Inventive step (IS) 



Industrial applicability (IA) 



2. Citations and explanations 

Document 1: Isao Shimamoto, Takuji Sasaki, "Saibou 

Kougaku Bessatsu, Shokubutsu Saibou Kougaku 
Series 7: Shinpan Shokubutsu no PCR Jikken 
Protocol; Kakusan no Tanrihou to Genome 
Idenshi Hatsugen no Saishin Kaisekihou" , 
Kabushiki Kaisha Shujunsha, 01 July, 1997, 

the 1st printing and issue, pp. 182 to 189; 

publisher's inscription at the end of the 
book; page 184, lines 22 to 30, , column 
"Kigu-Souchi", "Mini Gel Denki Eidou Souchi 
(Advance; Mupid-2)"; 
Page 186, Fig. 2 shows a gel plate that has used 
Applied Biosystems 373A DNA sequencers. 

Document 2: JP, 09-043196, A (Japan as represented by the 
Director General of Agriculture, Forestry and 
Fisheries National Institute of 
Agrobiological Resources) , February 14, 1997 
(14.02.97), Fig. 1, (Family: none) 

Document 3: JP, 08-166370, A (Norifumi Hirota) , June 25, 
1996 (25.06.96), [0010]; Fig. 2, (Family: 
none) 



itional application No. 
T/JP 00/06512 



Claims 1-17 YES 

Claims 

Claims 15, 16 YES 

Claims 1-14, 17 NO 

Claims 1-17 YES 

Claims j^q 
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Document 4: US, 5051162, A (Hitachi, Ltd.), September 24, 
1991 (24.09.91), Fig. 1 & JP, 08-251988, A & 
DE, 4011779, A 
Column 4, lines 51 to 61 indicate that the DNA of 30 

samples can be analysed using 300 mm X 200 mm of gel. 

Document 5: Electrophoresis, 14 (7) , pp. 566 to 569 (1993) 

Document 5 discloses the feature of carrying out 
argentation on the DNA band and of detecting the 
polymorphism of the gene using a discontinuous buffer in 
polyacrylamide gel electrophoresis. 

Document 6: Electrophoresis, 16(3), pp. 345 to 349 (1995) 

Document 6 indicates that in a discontinuous buffer 
system the width of the DNA band becomes smaller and the 
resolution increases . 

Document 7: Applied and Environmental Microbiology, 
62(8), pp. 2947 to 2951 (1996) 
Page 2949, right column, lines 28 to 43 and Fig. 2 
indicate that by using a gel containing a modifier that is 
formamde, the resolution of the band can be increased. 

Document 8: Electrophoresis, 20(6), pp. 1177 to 1185, 
(June 1999) 

Document 8 discloses a heteroduplex method used in the 
analysis of polymorphism (See the abstract section) . 

(1) Claim 1 

When comparing the invention disclosed in Claim 1 with 
the invention disclosed in Document 4, the- invention 
disclosed in Claim 1 is able to carry out the 
electrophoresis of 32 samples or more simultaneously on a 
single sheet of a gel plate, whereas the invention 
disclosed in Document 4 is able to carry out the 
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relational application No, 
T/JP 00/06512 



electrophoresis of 30 samples simultaneously on a single 
sheet of a gel plate and in this sense the inventions 
differ. 

However, a person skilled in . the art would be able to 
determine the number of samples appropriately by altering 
the width and the intervals of the lanes as a. matter of 
design . 

Therefore, the invention disclosed in Claim 1 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(2) Claim 2 

In addition to the reasoning given in section (1) 
above, an electrophoresis method for nucleic acid using a 
discontinuous buffer-type gel is a known method, as 
described in Documents 5 and 6. 

Therefore, the invention disclosed in Claim 2 could be 
easily derived from the invention of Document 4 and this 
known method and thus, does not involve an inventive step. 

(3) Claim 3 

In addition to the reasoning given in section (1) 
above, the feature of analysing a nucleic acid sample by 
making it into a single strand using a modifying process 
is an analysing method which was sufficiently common 
practice prior to the present application so that there is 
no need to give examples. 

Therefore, the invention disclosed in Claim 3 could be' 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 



(4) Claim 4 

In addition to the reasoning given in section (1) 
above, the feature of carrying out argentation or 
fluorochroming on a nucleic acid band is merely a method 
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of chromatography for which there is no need to give 
examples. 

Therefore, the invention disclosed in Claim 4 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(5) Claim 5 

In addition to the reasoning given in section (1) 
above, the feature of using electrophoresis in genome 
polymorphism is common practice. 

Therefore, the invention disclosed in Claim 5 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(6) Claim 6 

In addition to the reasoning given in section (3) 
above, Document 7 discloses the use of a modifying gel in 
polymorphic analysis. 

Therefore, the invention disclosed in Claim 6 could be 
easily derived from the inventions of Document 4 and 
Document 7 and thus, does not involve an inventive step. 

(7) Claim 7 

In addition to the reasoning given in section (5) 
above, polymorphic analysis using the AFLP method was 
known prior to the present application, as described in 
Document 1 . 

Therefore, the invention disclosed in Claim 7 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(8) Claim 8 

In addition to the reasoning given in section (5) 
above, polymorphic analysis using heteroduplex DNA was 
known prior to the present application, as described in 
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Document 8 . 

Therefore, the invention disclosed in Claim 8 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(9) Claim 9 

In addition to the reasoning, given in section (5) 
above, in polymorphic analysis isolating a DNA fragment 
that shows polymorphism from a gel and further analysing 
it, is sufficiently common practice in this field that 
there is no need to give examples. 

Therefore, the invention disclosed in Claim 9 could be 
easily derived from the invention of Document 4 and thus, 
does not involve an inventive step. 

(10) Claim 10 

For the same reason as that given in section (9) 
above, Claim 10 does not involve an inventive step. 

Claim 10 uses the phrase "isolated using the method 
disclosed in Claim 9" to specify the DNA showing 
polymorphism. However, just because the DNA showing 
polymorphism was obtained using the method of Claim 9 does 
not give it particular qualities, structures or properties 
in comparison with DNA showing polymorphism which is 
obtained using any other method. 



(11) Claim 11 

In addition to the reasoning given in section (5) 
above, carrying out gene, analysis using the 
electrophoresis of a nucleic acid is sufficiently common 
practice that there is no need to give examples. 

Therefore, the invention disclosed in Claim 11 could 
be easily derived from the invention of Document 4 and 
thus, does not involve an inventive step. 
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(12) Claim 12 

In addition to the reasoning given in section (11) 
above, F2, RI and QTL are commonly the object of gene 
analysis. 

Therefore, the invention disclosed in Claim 12 could 
be easily derived from the invention of Document 4 and 
thus, does not involve an inventive step. 

(13) Claims 13 and 14 

In addition to the reasoning given in section (5) 
above, the fact that the polymorphism of DNA is an 
effective marker is sufficiently well known so that there 
is no need to give examples and various DNA maps have been 
prepared. 

Therefore, the invention disclosed in Claim 13 and 14 
could be easily derived from the invention of Document . 4 
and thus, does not involve an inventive step. 

(14) Claims 15 and 16 

The feature wherein numbers are given to the plate of 
a sub-library as three-dimensional co-ordinates and the 
clone is selected from the sub-library. is not disclosed in 
any of the above-mentioned documents. Therefore, the 
invention disclosed in Claim 15 and the invention 
disclosed in the dependent claim of Claim 15 involve an 
inventive step. 



(15) Claim 17 

Claim 17 does not involve an inventive step for the 
same reasoning given in section (1) above. 
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